Appl. No. 10/650,024 

Response to Office Action mailed on December 13, 2006 

REMARKS 

This Response is submitted in reply to the Office Action mailed on December 13, 
2006. Claims 1,19, 34, and 52 have been amended. The specification is amended to 
update the cross references to related co-pending commonly-owned U.S. patent 
applications. No new matter is added by these amendments. 

No fees are due in connection with this Response. However, please charge 
Deposit Account No. 02-1818 if any fees are due in connection with this Response. 

The Office Action rejected Claims 1, 3 to 19, 22 to 34, 37 to 53, and 55 to 67 
under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 5,833,537 to Barrie 
("Barrie") in view of U.S. Patent No. 6,315,660 to Demar et al. ("Demar"). Applicants 
respectfully disagree with these rejections for at least the reasons discussed below. 
Nevertheless, Applicants have amended certain of the claims for clarification purposes. 

Barrie discloses a gaming device having a slot game with a primary set of reels 
that include a plurality of gaming symbols. The player initiates a round of the game by 
making a wager and activating the reels, such as by pulling a handle on the slot 
machine. If a designated gaming symbol appears in a particular position after a spin of 
the reels, the gaming device displays a persistent symbol on the reels (Col 3: 46-51). In 
one embodiment, the persistent symbol will occupy the same position as the gaming 
symbol that triggered its appearance. Once it appears, a persistent symbol remains in 
its position through at least one and potentially several successive rounds of the game, 
even though the gaming symbol occupying that position will change in subsequent spins 
(Col 3: 60-67). As seen in the example of Fig. 1 , when a spin of the reels generates a 
red ball in a certain position, a ring appears in the same position as the red ball. When 
the reels are reactivated, the ring remains in that position, even though a new gaming 
symbol will likely take the place of the red ball on the reels. 

A persistent symbol can be removed from its position when another designated 
symbol is generated in the position bearing the persistent symbol. For example, if a 
black ball symbol lands in a reel position that shows a persistent symbol (e.g., a ring), 
the gaming device removes the persistent symbol from that position (See Fig. 1). 

Persistent symbols are significant in Barrie because they can result in enhanced 
payouts for the player. In one embodiment, the gaming device applies a multiplier to 
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the reel spin outcome, wherein the multiplier corresponds to the number of persistent 
symbols displayed on the reels (See Fig. 4). For example, the presence of two 
persistent symbols on a payline results in a multiplier of 2x applied to the outcome of the 
reel spin. Accordingly, unlike previous gaming environments where symbols displayed 
in each round of a game are independent of one another, Barrie provides a gaming 
device wherein the award-affecting symbols do not always change from one round to 
the next. When players must make the decision to play another round of the game, 
placing an additional wager to reactivate the reels seems worthwhile because the 
persistent symbols can impact payouts in subsequent rounds. Therefore, Barrie 
encourages players to play multiple rounds of the game and, as a results, achieves the 
objective of increasing device use and revenues to the casino or game operator (Col. 
1:45-50). 

In other embodiments, the persistence feature of Barrie operates in conjunction 
with another game, such as a bingo game associated with the reels. Each of the 
paylines is associated with a bingo card. When a predetermined event occurs on the 
reels, such as the occurrence of a specific symbol combination on a payline, markers 
are placed on the sections of the bingo card corresponding to that payline. The gaming 
device awards prizes to the player based on how many markers the player is able to 
place on the bingo cards. For example, the player wins a prize when all of the sections 
of the bingo card are covered with a marker. 

Demar discloses a primary game having a plurality of reels. Upon a triggering 
event in the primary game, the gaming device provides a bonus game. In one 
embodiment, the bonus game includes a plurality of stations on a game board 
traversable by a player's token identifier, such as in a Monopoly game. In this 
embodiment, the gaming device moves the token identifier on the game board and 
provides a bonus award to the player based on where the token identifier lands. In 
another embodiment, if a Chance symbol is indicated on the reels of the primary game, 
the gaming device provides a Chance bonus game. In the Chance bonus game, the 
gaming device enables the player to re-spin the reels of the primary game. The gaming 
device then displays a plurality of selection elements and randomly selects one of the 
selection elements. Each of the selection elements is associated with a multiplier or a 
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fixed value. After selecting one of the selection elements and determining the multiplier 
or value associated with that selection, the gaming device modifies the outcome 
resulting from the reel spin by the determined multiplier or value. For example, if the 
player's reel spin in the Chance bonus game corresponds to an award of 10 credits, and 
the selection element is associated with a value of 25, the player's total award for the 
Chance bonus is 35 (i.e., 10 plus 25). In another example, if the player's reel spin 
corresponds to an award of 10 credits, and the selection element is associated with a 
4X multiplier, the player's total award for the Chance bonus is 40 credits (i.e., 10x4). 

Amended independent Claim 1 is directed to a gaming device which includes, 
among other elements, a processor operable to provide a plurality of free spins to a 
player upon the occurrence of the triggering event, and for each of the provided free 
spins, to: (a) activate the reels; (b) obtain at least one of the sections when a 
designated combination of the section indicator symbols associated with the section 
occurs on the reels; (c) increment the modifier when the designated combination of the 
section indicator symbols occurs on the reels; and (d) provide the outcome associated 
with the plurality of sections to the player when each of the sections has been obtained, 
wherein the outcome is modified by the modifier. 

The Office Action admits that Barrie does not include applying a multiplier to a 
section game outcome and free spins (Office Action, page 3). However, the Office 
Action concludes that it would have been obvious to one of ordinary skill in the art at the 
time of invention to modify Barrie to include applying a multiplier to a section game 
outcome. As a primary matter, the Office Action does not offer any explanation as to 
why a person of ordinary skill in the art would be motivated to modify Barrie in this 
manner. Therefore, the rejection is improper for this reason alone. 

To reject the claimed subject matter as obvious, there must be an explanation of 
the reasons that the skilled artisan, confronted with the same problems as the inventor 
and with no knowledge of the claimed invention, would select the elements from the 
cited prior art and combine those elements in the same manner as the claimed 
invention. These reasons need to be specific reasons, not general overarching reasons 
for combining two references or groups of references. Even when obviousness is 
based on a single prior art reference, there must be a showing of a suggestion or 
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motivation to modify the teachings of that reference. It is well established that a specific 
motivation must be identified in the prior art to establish that there is adequate teaching 
or suggestion to modify the cited reference to make the present invention. 

In this case, the Office Action fails to provide the specific understanding or 
principle within the knowledge of a skilled artisan that would have motivated one with no 
knowledge of the presently claimed invention to combine the use of a multiplier with a 
section game outcome in the manner disclosed in amended independent Claim 1. 
Thus, Applicants respectfully submit that the Office Action's statement concerning the 
Barrie reference and the knowledge of one skilled in the art is legally insufficient as a 
basis for an obviousness rejection. 

The Office Action further proposes that combining Barrie with Demar achieves 
the gaming device of Claim 1 . The Office Action alleges that the use of a multiplier in a 
bonus game, as taught by Demar, is tantamount to the use of a multiplier on a section 
outcome combined with free spins. The Office Action concludes that incorporating this 
bonus game feature of Demar into Barrie would have been obvious to one of ordinary 
skill in the art at the time of invention to provide an alternative payout means that serves 
to increase device use (Office Action, page 5). 

To form the basis for the obviousness rejection, the Office Action improperly 
combines two separate embodiments of Barrie without providing any motivation for 
doing so. In one embodiment of Barrie, the appearance of persistent symbols on the 
reels causes the gaming device to apply multipliers to the outcomes of the reel spins. In 
another embodiment, a bingo game operates in conjunction with the reel game. In this 
embodiment, the gaming device places markers on the sections of the bingo game 
based on the outcome of the reel spins. Barrie does not disclose, in a single 
embodiment, a multiplier associated with the bingo game or fulfillment of the sections in 
the bingo game. Rather, Same teaches a multiplier that is applied to the outcome or 
award, if any, that occurs on the paylines. The Office Action must first provide a 
justification for combining these two separate embodiments of Barrie and then show 
why it would have been obvious to further modify the Barrie combination to include the 
teachings of Demar. The Office Action has provided no such justification, and therefore, 
the rejection under 35 U.S.C. 103(a) is improper. 
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Moreover, Demar does not teach, disclose, or suggest providing an outcome 
associated with the plurality of sections to the player when each of the sections has 
been obtained, wherein the outcome is modified by the modifier. As discussed above, 
Demar displays a plurality of selection elements in the Chance bonus wherein each of 
the selection elements is associated with a multiplier or a fixed value. The gaming 
device randomly selects one of those selection elements and uses the associated 
multiplier or value to modify the outcome of the reel spin in the Chance bonus. In 
Demar, the outcome that is ultimately modified by the selected modifier is the result of 
the reel spin (i.e., a randomly generated outcome), and not an outcome associated with 
a plurality of sections. There is no disclosure in Demar of an outcome that is associated 
with the plurality of sections and that is provided to the player when each of the sections 
have been obtained. Rather, Demar discloses providing to a player the award resulting 
from the reel spin modified by the selected value or multiplier after a single one of the 
selections is selected by the gaming device. Thus, Demar does not remedy the 
deficiencies of Barrie. 

The Office Action also improperly uses hindsight reasoning by combining two 
references that render the primary reference unsatisfactory for its intended purpose. If 
a proposed modification would render the prior art invention being modified 
unsatisfactory for its intended purpose, then there is no suggestion or motivation to 
make the proposed modification. 

Incorporating free spins into the game of Barrie renders Barrie unsatisfactory for 
its intended purpose of encouraging players to make additional wagers to play further 
rounds of the game. Thus, one of ordinary skill in the art would not be motivated to 
modify Barrie to include free spins. 

Accordingly, for at least the reasons discussed above, Applicants respectfully 
submit that amended independent Claim 1 and the claims depending therefrom are 
patentably distinguished over the combination of Barrie and Demar and in condition for 
allowance. 

Amended independent Claim 19 includes certain similar elements to amended 
independent Claim 1. For at least the reasons discussed above with respect to 
amended independent Claim 1, Applicants respectfully submit that amended 
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independent Claim 19 and the claims depending therefrom are each in condition for 
allowance, and the rejections based on the combination of Barrie with Demar should be 
withdrawn. 

Amended independent Claim 34 includes, among other elements, a processor 
operable to provide a plurality of free spins of the reels to a player upon the occurrence 
of the triggering event, and for each of the provided free spins, to: (a) activate the reels; 
(b) obtain at least one of the sections when a designated combination of the section 
indicator symbols associated with the section occurs on the reels; (c) increment the 
modifier when the designated combination of the section indicator symbols occurs on 
the reels; (d) eliminate the section indicator symbols included in the designated 
combination of section indicator symbols from the reels when the designated 
combination of section indicator symbols occurs on the reels; and (e) provide the 
outcome associated with the plurality of sections to the player when each of the 
sections has been obtained, wherein the outcome is modified by the modifier. 

As discussed above, the gaming device resulting from the combination of Barrie 
and Demar does not teach, disclose, or suggest providing the outcome associated with 
the plurality of sections to the player when each of the sections has been obtained, 
wherein the outcome is modified by the modifier. Moreover, the combination of Barrie 
and Demar does not teach, disclose, or suggest eliminating the section indicator 
symbols included in the designated combination of section indicator symbols from the 
reels when the designated combination of section indicator symbols occurs on the reels. 
In Barrie, a persistent symbol occupies a reel position until a designated gaming symbol 
appears to cause its removal. When that designated gaming symbol is generated on 
the reels, the persistent symbol disappears. There is no disclosure whatsoever in 
Barrie of eliminating the gaming symbols that are included in the designated 
combination which causes the removal of a persistent symbol. Demar also does not 
teach this element, and therefore does not remedy the deficiencies in Barrie. 
Accordingly, for at least these reasons, Applicants respectfully submit that amended 
independent Claim 34 and the claims depending therefrom are each patentably 
distinguished over the combination of Barrie and Demar and in condition for allowance. 
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Amended independent Claim 52 includes certain similar elements to amended 
independent Claim 34. Specifically, amended independent Claim 52 includes, among 
other elements, eliminating the section indicator symbols included in the designated 
symbol combination from the reels when the designated symbol combination is 
indicated on the reels. For reasons similar to those given above with respect to Claim 
34, Applicants respectfully submit that amended independent Claim 52 and the claims 
which depend therefrom are each in condition for allowance, and the rejections based 
on the combination of Barrie with Demar should be withdrawn. 

The Office Action rejected Claims 2, 3, 20, 21, 35, 36, and 54 under 35 U.S.C. 
103(a) as being unpatentable over Barrie in view of Demar, in further view of U.S. 
Patent No. 5,449,173 to Thomas ("Thomas"). The Office Action cites Thomas for the 
use of a "wild symbol." The Office Action states that it would have been obvious to one 
having ordinary skill in the art at the time of the invention to incorporate the use of wild 
symbols, as taught by Thomas, into the gaming device of Barrie in view of Demar in 
order to forward game play. 

Applicant respectfully submits that, regardless of whether it would have been 
obvious to include wild symbols in the gaming device of Barrie in view of Demar, the 
gaming device resulting from the combination of Barrie, Demar, and Thomas does not 
achieve the gaming devices/method of operating a gaming device disclosed in Claims 
2, 3, 20, 21 , 35, 36, and 54. Incorporating wild symbols, as taught by Thomas, into the 
gaming device resulting from the combination of Barrie and Demar does not cure the 
deficiencies of Barrie and Demar described above with respect to amended 
independent claims 1,19, 34, and 52. Accordingly, for at least the reasons provided 
above with respect to amended independent Claims 1, 19, 34, and 52, Applicants 
respectfully submit that Claims 2, 3, 20, 21, 35, 36, and 54 are each patentably 
distinguished over the combination of Barrie, Demar, and Thomas. 



20 



Appl. No. 10/650,024 

Response to Office Action mailed on December 13, 2006 

An earnest endeavor has been made to place this application in condition for 
formal allowance and in the absence of more pertinent art such action is courteously 
solicited. If the Examiner has any questions regarding this Response, Applicant 
respectfully requests that the Examiner contact the undersigned. 



Respectfully submitted, 
BELL, BOYD & LLOYD LLC 




Adam H. Masia 
Reg. No. 35,602 



Customer No. 29159 
Dated : March 13. 2007 
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